
Intellectual Property
JUNE 2002

The United States Supreme Court issued its much-an-

ticipated Festo opinion on May 28, 2002.1   The

decision made clear that while the doctrine of equiva-

lents is not dead, many types of amendments can lead

to prosecution history estoppel and a consequent nar-

rowing of the scope of the patent.  Festo also left a

number of unanswered questions.

BACKGROUND

The doctrine of equivalents is a judge-made principle

of patent law that is intended to prevent an accused

infringer from escaping liability for infringement by

making an insubstantial modification to the patented

invention that is not “literally” covered by the patent

claim in question.  While the doctrine originally was

justified by a desire of the courts to ensnare the “un-

scrupulous copyist,” it has since been deemed

applicable to insubstantial changes made by an ac-

cused infringer regardless of intent.

The doctrine of equivalents has always been limited

by the concept of “estoppel” which is an action taken

by a patent applicant in securing a patent from the

United States Patent and Trademark Office (“PTO”)

that later prevents (“estops”) him in subsequent liti-

gation from recapturing a position surrendered in the

PTO.  Thus, until recently, a patent owner could ex-

pect an attempt to rely on the doctrine of equivalents

to be met with a contention that a “prosecution his-

tory estoppel” stands in the way of such an attempt to

extend the patent claim beyond its literal limits.

The precise action of the applicant that gave rise to an

estoppel was an amendment to a claim.  To impact the

reach of the doctrine of equivalents, the amendment

had to be made to overcome a PTO rejection based on

either prior art or a failure to comply with certain for-

mal requirements in the text of the patent.2

Amendments of this type are referred to as amend-

ments made for reasons of “patentability.”

HANDLING THE DOCTRINE OF EQUIVALENTS
IN LITIGATION PRIOR TO FESTO

The application of the doctrine of equivalents in

patent litigation traditionally was a question that was

given to the jury because issues of fact had to be re-

solved.  Specifically, the jury had to determine whether

the difference between the literal construction of a

patent claim and the modification of the accused prod-

uct was “insubstantial.”  The fuzziness of the

insubstantiality determination gave rise to concerns

for predictability in patent cases.  Against this back-

ground, the Federal Circuit decided in Festo to

establish a bright line rule for the doctrine of equiva-
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lents.  Sitting en banc, the Federal Circuit held for the

first time that, if a claim element was narrowed by

amendment in the PTO for any reason related to pat-

entability, the doctrine of equivalents could not be

used to extend the literal reach of that claim element.

Period.  The Supreme Court granted certiorari.

THE SUPREME COURT DECISION

The Supreme Court considered two issues:  (1) whether

estoppel applies to every narrowing amendment made

to satisfy the requirements of the Patent Act and not

just to amendments made to avoid the prior art; and

(2) whether, if an estoppel exists, it serves as an abso-

lute bar to any claim of equivalence for the amended

element.

AMENDMENTS CREATING ESTOPPEL

On the first issue, the Supreme Court agreed with the

Federal Circuit, holding that “a narrowing amendment

made to satisfy any requirement of the Patent Act may

give rise to an estoppel.”3   The Supreme Court adopted

the Federal Circuit’s interpretation of “patentability,”

expressly noting that there are a number of statutory

requirements that must be met before a patent can is-

sue.  In addition to the 35 U.S.C. §§ 101-103

requirements that the subject matter be useful, novel

and nonobvious, the patent application must also de-

scribe, enable and set forth the best mode for practicing

the invention, as well as distinctly claim the inven-

tion, as mandated by 35 U.S.C. § 112.

The Supreme Court held that

Estoppel arises when an amendment is made to

secure the patent and the amendment narrows

the patent’s scope.  If a § 112 amendment is truly

cosmetic, then it would not narrow the patent’s

scope or raise an estoppel.  On the other hand, if

a § 112 amendment is necessary and narrows the

patent’s scope – even if only for the purpose of

better description – estoppel may apply.  A pat-

entee who narrows a claim as a condition for

obtaining a patent disavows his claim to the

broader subject matter, whether the amendment

was made to avoid the prior art or to comply

with § 112.  We must regard the patentee as hav-

ing conceded an inability to claim the broader

subject matter or at least as having abandoned

his right to appeal a rejection.  In either case

estoppel may apply.4

Thus, any narrowing amendment made for any reason

related to patentability may give rise to an estoppel.

SCOPE OF THE ESTOPPEL

After holding that estoppel applies to amendments

made to overcome § 112 rejections, the Supreme Court

turned to the second issue:  the scope of the estoppel.

As framed by the Supreme Court, “[d]oes the estoppel

bar the inventor from asserting infringement against

any equivalent to the narrowed element or might some

equivalents still infringe?”5

The Federal Circuit had held that prosecution history

estoppel operates as a complete bar to any claim for

equivalents of the amended subject matter.  In so hold-

ing, the Federal Circuit attempted to provide

predictability to potential competitors and do away

with obstacles to legitimate innovation.  The Supreme

Court, however, flatly rejected this approach, holding

instead that a flexible bar was the appropriate stan-

dard.  To hold otherwise would “disrupt the settled

expectations of the inventing community.”6   The Court

was clear that any such radical change in the law, if

made, would have to be made by Congress, not the

courts.

While the Supreme Court preserved the continued ex-

istence and application of the doctrine of equivalents,

it made clear that the burden of showing that an amend-
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4 Id. at *27.
5 Id. at *28.
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7 Id. at *33.
8 Id. at *32-33.
9 Id. at *33.
10 Id. at *33-34.

ment was not made for reasons relating to patentabil-

ity rests squarely with the patentee, holding that “the

patentee should bear the burden of showing that the

amendment does not surrender the particular equiva-

lent in question.”7   The Supreme Court remanded the

case to the Federal Circuit with the mandate that “the

court should presume that the patentee surrendered all

subject matter between the broader and the narrower

language.”8   It should be noted that the Supreme Court,

throughout the opinion, repeated this concept of the

patentee disclaiming the territory between the origi-

nal claim and the amended claim.

The Court offered vague guidance as to the kinds of

“cases, however, where the amendment cannot reason-

ably be viewed as surrendering a particular

equivalent.”9   Providing some rather limited insight,

the Court expounded on the preceding, announcing,

The equivalent may have been unforeseeable at

the time of the application; the rationale under-

lying the amendment may bear no more than a

tangential relation to the equivalent in ques-

tion; or there may be some other reason

suggesting that the patentee could not reason-

ably be expected to have described the

insubstantial substitute in question.10

The first basis, that the equivalent was unforeseeable

at the time of the application, seems to strongly impli-

cate the involvement of after-developed technology.

That is to say, if the alleged equivalent structure in the

accused device constitutes new technology, a claim of

equivalence may still lie.  Thus, the patentee, who can

demonstrate that an accused device incorporates tech-

nology developed after the time that the patent was
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filed, may be able to overcome the presumption.

That may not be so true when the accused device in-

cludes an alleged equivalent which was known at the

time the application was filed.  If the structure at issue

was known at the time the application was filed, the

patent holder will face a heavy burden.

The Supreme Court did not elaborate on its second

basis for overcoming the presumption:  lack of more

than a tangential relationship between the amendment

and the equivalent at issue.  What may be considered

as having a “tangential relationship,” as well as what

“other reason[s]” may overcome the presumption will

require further development by the courts before be-

coming in any way crystallized.

CONCLUSION

The Court made clear that any narrowing amendment

made for reasons relating to patentability will give

rise to prosecution history estoppel that will bar the

patentee from relying on the doctrine of equivalents

unless the patentee can demonstrate why estoppel is

inapplicable.  It further made clear that the doctrine of

equivalents is alive and well — the evaluation is a

flexible one rather than an absolute bar.  To avail him-

self of the doctrine, however, the patentee faces a

challenging uphill battle.
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